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DETAILED ACTION 



1. This communication is in response to Applicant's amendment filed on 04 February 2004. 



Status of Claims 

2. Claims 1 and 1 1 have been amended in the same amendment. Claims 24-25 have been 
cancelled. Claims 26 and 27 have been newly added Claim 23 has been restricted. Remaining 
claims have been left as originally filed and no new claims have been added. Therefore claims 
1-22 and 26-27 are under prosecution in this application. 

Summary of this Office Action 

3. Applicant's arguments filed on 04 February 2004 have been fully considered in the next 
section below or within the following office action, are not deemed to be persuasive. Therefore 
claims 1-23 and 26-27 are rejected under the prior art cited below and Applicant's request for 
allowance is respectfully denied. 

Response to Applicant's Amendment 

4. In response to applicant's argument regarding independent claims 1 and 1 1 that the 
reference, Fisher, fail to show certain features of applicant's invention, it is noted that the 
features upon which applicant relies (i.e., a system or method which checks for whether a 
bidder's bid is too high for a specific position of priority or ranking that a bidder wishes to 
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maintain in an auction) are not recited in the rejected claim(s). Although the claims are 
interpreted in light of the specification, limitations from the specification are not read into the 
claims. See In re Van Geuns, 988 F.2d 1 181, 26 USPQ2d 1057 (Fed Cir. 1993). 

5. Applicant further contests that Fisher fails to disclose a system or method which 
automatically decrements or lowers a bid if the bid is found to be higher than needed to maintain 
a selected position of priority or ranking in an auction. However, Fisher clearly discloses placing 
a bid price not to exceed (Figure 3) and then automatically places a bid, decreased from the bid 
or proxy limit that user has set, to the minimum required to maintain the desired position for 
leading the auction (column 9, lines 17-35 and column 12, line 63 thru column 13, line 8). 



Election/Restrictions 



6. 



Restriction to one of the following inventions is required under 35 U.S.C. 121 : 



I 



Claims 1-22 and 26-27 are drawn to a method and system for managing a buyer 



driven auction. 



II. 



Claim 23 is drawn to a method for managing a seller driven auction. 



7. Inventions I and II are related as subcombinations disclosed as usable together in a single 
combination. The subcombinations are distinct from each other if they are shown to be 
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separately usable. In the instant case, invention II has separate utility such as a seller driven 
method. See MPEP § 806.05(d). 

8. During a telephone conversation with Attorney Ivan Posey on April 07, 2004 , a provision 
election was made without traverse to prosecute the invention of group I, regarding claims 1-22 
and 26-27. Applicant must make affirmation of this election in responding to this Office Action. 
Claim 23 is withdrawn from further consideration by the Examiner, 37 CFR 1. 142(b), as being 
drawn to a non-elected invention. Applicant is respectively requested to cancel claim 23 in 
response to this Office Action. 

9. Because these inventions are distinct for the reasons given above and have acquired a 
separate status in the art as shown by their different classification, restriction for examination 
purposes as indicated is proper. 
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Claim Rejections - 35 USC § 102 



10. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

11. Claims 1-3, 11-13 and 22-25 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Fisher et al. (hereinafter Fisher) U.S. Patent 5,835,896. 

Regarding independent claims 1 and 11, Fisher discloses a method and system for 
processing and transmitting electronic auction information comprising receiving bid 
management data from a first bidder for managing bidding by the bidder in the auction the 
received bid management information including a selected position of priority (column 6, lines 
31-45); checking for if a second bidder hold the selected position of priority, and checking for 
whether a first bid from the first bidder exceeds a second bid from a second bidder in an auction 
for determining continuing priority for providing an ongoing service for the first and second 
bidder, wherein the relative priority for the providing service for the first bidder is dependent on 
whether the value of the first bid exceeds the value of the second bid, and wherein the relative 
priority for providing the service for the second bidder is dependent on whether the value of the 
second bid exceeds the value of the first bid (column 10, lines 6-28 and column 1 1, lines 21-43); 
according to the bid management data received from the first bidder, automatically incrementing 
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the first bid to a value exceeding the second bid if the first bid does not exceed the second bid, 
thereby causing the relative priority for providing service for the second bidder (column 9, lines 
18-35); and a database electrically connected to the processor for storing first and second bids 
(column 6, lines 39-45 and Figure 4); and automatically reducing the first bid to a minimum 
which allows the bidder to keep the selected position of priority if the first bid exceeds a value 
needed to maintain the selected position of priority (column 9, lines 17-35 and Figure 3 and 
column 12, line 63 thru column 13, line 8). 



Claims 2 and 12, the step of checking and incrementing bids is executed a plurality of 
times (column 9, lines 18-35). 

Claims 3 and 13, the step of checking and incrementing pauses for a period of time 
between each series of steps (column 9, lines 18-35). 

Regarding independent claim 23, Fisher discloses a method and system for processing 
and transmitting electronic auction information comprising receiving bid management data from 
a first vendor for managing bidding by the vendor in the auction (column 10, lines 40-62); a 
processor for checking for whether a first bid from the first vendor is lower than a second bid 
from a second vendor in an auction for determining continuing priority for providing an ongoing 
service for the first and second vendor, wherein the relative priority for the providing service for 
the first vendor is dependent on whether the value of the first bid is lower than the value of the 
second bid, and wherein the relative priority for providing the service for the second vendor is 
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dependent on whether the value of the second bid is lower than the value of the first bid (column 
10, lines 40 thru column 1 1 , line 20); according to the bid management data received from the 
first vendor, automatically decreasing the first bid to a value lower than the second bid if the first 
bid does not exceed the second bid, thereby causing the relative priority for providing service for 
the second bidder (column 12, line 63 thru column 13, line 24); and a database electrically 
connected to the processor for storing first and second bids (column 6, lines 39-45 and Figure 4). 

Claim 26, executing a plurality of times the step of automatically reducing the first bid to 
a minimum which allows the bidder to keep the selected position of priority if the first bid 
exceeds a value needed to maintain the selected position of priority (column 9, lines 17-47 and 
Figure 3 and Figure 8). 

Claim 27, executing a plurality of times the step of automatically reducing the first bid to 
a minimum which allows the bidder to keep the selected position of priority if the first bid 
exceeds a value needed to maintain the selected position of priority (column 9, lines 17-47 and 
Figure 3 and Figure 8). 
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Claim Rejections - 35 USC § 103 



12. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

13. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

14. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 



15. Claims 4-8 and 14-20 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Fisher et al. (hereinafter Fisher) U.S. Patent 5,835,896 in view of Davis et al. (hereinafter Davis) 
U.S. Patent 6,269,361. 



or nonobviousness. 



Claims 4 and 8, Fisher teaches a method and system for processing and transmitting 
electronic auction information for purchasing of merchandise. Fisher fails to specify the service 
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customers are bidding on comprises ranking of hypertext links to web pages in search results in 
an on-line web page search engine. Davis teaches a system and method for ranking of hypertext 
links to web pages in search results in an on-line web page search engine (column 5, lines 1-34). 
Therefore it would be obvious to someone of ordinary skill in the art, that the auctioning 
techniques taught by Fisher could be modified to include bidding to rank hypertext links to web 
pages in search results because it is merely a specific type of item or service being auctioned. 
There is sufficient motivation to combine the teachings of Fisher and Davis, both inventors 
describe systems and methods for performing on-line bidding by a customer for merchandise or a 
service. 

Claims 5 and 15, Davis teaches ranking of a first hypertext link to a first web page for the 
first bidder is higher then the ranking of a second hypertext link to a second web page for the 
second bidder if the first bid is higher than the second (column 5, lines 35-52). 

Claims 6 and 16, Davis teaches placing bids on a plurality of search terms which may be 
typed into the search engine by search engine users wherein different ranking is determined for 
each search term (column 4, lines 10-25). 

Claims 7 and 17, Davis teaches ranking of a first hypertext link to a first web page for the 
first bidder is higher then the ranking of a second hypertext link to a second web page for the 
second bidder if the first bid is higher than the second for each of the plurality of search terms 
(column 5, lines 35-52). 
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Claims 8 and 20, Davis teaches the step of checking and incrementing is executed for a 
plurality of search engines for a plurality of search terms (column 4, line 10-48). 

Claims 18-19, Davis teaches a plurality of servers electrically connected to a network and 
a plurality of search engines on the plurality of servers (column 7, lines 33-67 and Figure 1). 

16. Claims 9-10 and 21-22 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Fisher et al. (hereinafter Fisher) U.S. Patent 5,835,896 in view of Wallman U.S. Patent 
6,601,044. 

Claims 9-10 and 21-22, Fisher teaches a method and system for processing and 
transmitting electronic auction information for purchasing of merchandise. Fisher fails to 
specify the service customers are golf course tee-off times and airline reservations. Wallman 
teaches a system and method for the trading of commodities including golf course tee-off times 
and airline reservations (column 19, lines 30-40). Therefore it would be obvious to someone of 
ordinary skill in the art that the auctioning techniques taught by Fisher could be modified to 
include tee-off times and airline reservations as taught by Wallman because it is merely a 
specific type of item or service being auctioned. There is sufficient motivation to combine the 
teachings of Fisher and Wallman, since both inventors describe systems and methods for 
performing on-line trading by a customer for merchandise or a service. 
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Conclusion 

17. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

a) Cheung et al, US Publication 2002/0169760 Nov. 14, 2002. System and method for 
providing place and price protection in a search result list generated by a computer 
network search engine. 

18. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Stefano Karmis whose telephone number is (703) 305-8130. The 
examiner can normally be reached on M-F: 8-5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vincent Millin can be reached on (703) 308-1065. The fax phone number for the 
organization where this application or proceeding is assigned is (703) 305-7687. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 306-1 113. 

Respectfully Submitted 
Stefano Karmis 
April 7, 2004 




HANI M. KAZIM! 
PRIMARY EXAMINER 



